United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1450 
www.osp to.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/686,641 



10/10/2000 



7590 



03/29/2004 



MCGINN & G1BB, PLLC 
2568-A RIVAROAD 
SUITE 304 

Annapolis, MD 21401 



Parul A. Mittal 



JP920000234US1 



5887 



EXAMINER 



CARLSON, JEFFREY D 



ART UNIT 



PAPER NUMBER 



3622 

DATE MAILED: 03/29/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. Applicant(s) 



09/000,041 


MITTAL ET AL. 


Examiner 


Art Unit 




Jeffrey D. Carlson 


3622 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 



Specification 

The abstract of the disclosure is objected to because it should be a single 
paragraph. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 (JSC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-61 are rejected under 35 U.S.C. 101 because the claimed invention is directed 

to non-statutory subject matter. The claims do not provide a concrete, useful and 

tangible result. The claims merely set forth means for and methods for collecting 

auction data and analyzing the data to estimate demand and calculate coupon 

parameters. Without generation of or issuance of the resulting coupons, the claims fall 

short of the required concrete, useful and tangible result. 

Claim Objections 

1 . Claim 10 is objected to because of the following informalities: 

■ Claim 10, applicant should apparently delete the "the" before "means." 

■ Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 2, 3, 5, 19, 61 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

■ Claims 2, 5 are of unclear claim scope for the "such as" language. 

■ Claim 19, there is no clear antecedent basis for the electronic coupon issuing 
system. 

■ Claim 61 , there is no clear antecedent basis for the curve. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-18, 20-37, 39-56, 58-61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Freeny, Jr (US6513016) in view of Godin et al (US5890138). 

Regarding claim 1, 4-6, 18, 58-61, Freeny, Jr teaches a computerized system 
that monitors sales, demand and inventory supply and dynamically adjusts pricing. The 
system enables advertising/promotional pricing using coupons that can be printed for 
customers and redeemed. The coupon system generates coupons that are dynamically 
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priced as determined by the system [abstract, 4:4-1 1 , 6:32-37, 7:35-37, 1 1 : 16-27]. The 
coupon system is taken to be electronic as the coupon data is stored on the computer 
and can be electronically changed. Further, the coupons include UPC codes which are 
electronically scanned upon redemption. While Freeny, Jr teaches several data inputs 
to the price determination system, he does not teach the use of auction data. Godin et 
al teaches an online computer auction system which is used to sell goods. Godin et al 
teaches that a feature of the auctions is the ability to track the price/demand nature of 
the product. This provides valuable information to the manufacturer. Instead of detailed 
testing, businesses can use auction data to determine price and demand information for 
specified products and a price demand curve can be created [7:60-8:5]. It would have 
been obvious to one of ordinary skill at the time of the invention to have provided such 
auction data and an input to the system of Freeny, Jr in order to create pricing based 
upon such price demand data. Regarding claim 18, providing the suggested auction- 
data input to the computerized pricing system functionality in order to output pricing 
decision and actions is taken to provide the user with "configured" data sources and 
auction parameters. Regarding claim 58, the system is taken to inherently "learn" about 
online markets by mining information from current and past operations of similar online 
markets. Regarding claim 59, Freeny, Jr teaches that the system monitors inventory 
levels and can adjust pricing accordingly. This is taken to provide optimal inventory 
management. Regarding claims 60, the proposed combination provides an online 
electronic coupon generation system. Regarding claim 61 , it would have been obvious 
to one of ordinary skill at the time of the invention to have sold the marketing research 
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to other firms so that they may use the same techniques to price, promote and sell their 
products. 

Regarding claim 2, 3, 17, it would have been obvious to one of ordinary skill at 
the time of the invention to have electronically captured valuable auction data input for 
any well known auction types (such as Dutch auction, reverse auction, etc), so as to 
base pricing on a wide range of data in an automated manner. 

Regarding claim 7, 9, 14-16, the demand curves taught by Freeny, Jr inherently 
provide price elasticity based on the results of the auctions for a plurality of products 
and a plurality of quantities. Official Notice is taken that it is well known to estimate 
demand curves in such a manner and it would have been obvious to one of ordinary 
skill at the time of the invention to have done so in order to model the price/demand 
data and determine an optimized promotion pricing. Regarding claim 16, a price 
demand curve inherently associates quantities demanded and price, for a collection of 
individual buyers. 

Regarding claim 8, promotion coupon and advertising campaigns typically 
include such claimed parameters and it would have been obvious to one of ordinary skill 
at the time of the invention to have provided them in order to provide an effective 
promotion. 

Regarding claim 10, 11, 13, Official Notice is taken that providing promotion 
pricing to encourage switching from a competitors product, and cross-selling and up- 
selling are well known marketing techniques; such would have been obvious to have 
employed in order to accomplish sales. 
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Regarding claim 12, plural auctions for different products can inherently define 
different segments based on the product type. A marketer could define segments in 
any imaginable way for a plurality of products. 

6. Claims 21-38 and 39-57 are each rejected following the same reasoning as per 
claims 1-19 above. 

7. Claims 19, 38, 57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Freeny, Jr in view of Godin et al and Schulze, Jr (US6497360). Schulze, Jr 
teaches an electronic coupon promotional system where the coupon output is used as 
an input to the coupon system in order to provide a feedback loop to improve the 
system [abstract]. It would have been obvious to one of ordinary skill at the time of the 
invention to have fed back the results of the coupon system of Freeny, Jr/Godin et al as 
a closed loop system in order to improve results and provide a system that "learns." 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

■ Auctiva Names Mark A. Schwartz (Business Wire 8/23/2000) teaches that 
auction marketplaces provide a means for gathering useful data on demand 
and optimal pricing strategies. 
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■ Halbert et al teaches an auction system whereby the results histories are 
analyzed to provide demand and pricing relationships. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 703-308- 
3402. The examiner can normally be reached on Mon-Fri 8:30-6p, (off on alternate 
Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on 703-305-8469. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status c>f an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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